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Art Unit: 3752 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of species Group III in the reply filed on November 8, 
2006 is acknowledged. The traversal is on the ground(s) that claim 1 recites the same 
corresponding special technical features, which are provided in all of the species, and since the 
Examiner did not provide any prior art references to show specifically that the prior art 
anticipates or makes obvious the present invention as defined in claim 1, then the restriction 
between the identified species should be withdrawn. This is not found persuasive because the 
device recited in Applicant's generic claim 1 is clearly anticipated by at least the prior art 
reference to Nylund (US Patent No. 5,199,398), which was cited on Applicant's IDS filed May 

2, 2005. It is also noted that Applicant, on an IDS filed October 7, 2005, cited European Patent 
Application Publication (0520659), which corresponds to the aforementioned US Patent to 
Nylund. Since Applicant was aware of these references and their applicability to the instant 
claims at the time the Restriction Requirement was received by Applicant, then Applicant was 
aware that the technical features of the device recited in claim 1 represents a known fuel 
injection arrangement that does not define a contribution which each of the claimed inventions, 
considered as a whole, makes over the prior art. 

Specifically, Nylund shows a fuel injection valve (see Figures 1-3) having a valve body 
(2) in which a bore is embodied that is defined (on its end toward the combustion chamber of an 
internal combustion engine) by a valve seat (11a, 1 lb) at which at least one injection opening (5) 
originates, and having a hollow valve needle (3), which is located longitudinally displaceably in 
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the bore and which has a valve sealing face on its end oriented toward the valve seat, wherein a 
first sealing region (10b) and a second sealing region (10a) are embodied on the valve sealing 
face (see Figures 2 and 3), and the hollow valve needle cooperates with the valve seat in such a 
way that upon contact of the hollow valve needle with the valve seat, the first sealing region 
upstream of the at least one injection opening and the second sealing region downstream of that 
injection opening effect sealing between the valve sealing face and the valve seat (see column 2, 
line 61 through column 3, line 4). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 2-4, 7, 9 and 14 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
November 8, 2006. 

Information Disclosure Statement 

3. The IDS forms filed on May 2, 2005 and October 7, 2005 are hereby acknowledged and 
have been placed of record. Please find attached a signed and initialed copy of each PTO 1449. 

Drawings 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference character(s) not mentioned in the description: Reference number 
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"5", shown in Figure 1 and reference number "25" shown in Figure 2 are not found in the 
specification. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference character(s) in the description in compliance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

5. The drawings are further objected to because the lead line for reference number "3" in 
Figure 1 does not appear to indicate a "bore" embodied in the "valve body (1)" as disclosed. The 
lead line for reference number "3" appears to indicate a member that is coupled to the exterior of 
the valve body. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
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be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Minor Claim Suggestions By Examiner 

6. The use of reference numbers in the claims in the instant application is confusing 
because, in at least one occurrence, Applicant's reference numbers are inconsistent from claim to 
claim. For example, in claim 1, reference numbers "(32; 46; 48)" designate the "second sealing 
region", however in claim 4, reference numbers "(31; 34)" designate the "second sealing region". 
Applicant is encouraged to amend the reference numbers in the claims for consistency, or, since 
reference numbers in the claims cannot be used to further limit recitations in the claims, 
Applicant is encouraged to delete all reference numbers from the claims. 

Claim Objections 

7. Claim 13 is objected to because of the following informalities: the recitation "the 
injection openings" is unclear, because only "at least one injection opening" has been recited, 
without further limiting such to a plurality of injection openings. Appropriate correction is 
required. 
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Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

9. Claims 6 and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 6, the claim depends from itself. Claim 6 will be examined as 
depending from claim 5, since the recitation "the annular groove" in claim 6 requires antecedent 
basis to "an annular groove" recited in claim 5. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1, 5, 6, 8, 15 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nylund, USPN 5,199,398. 

Nylund shows a fuel injection valve (see Figures 1-3) having a valve body (2) in which a 
bore is embodied that is defined (on its end toward the combustion chamber of an internal 
combustion engine) by a valve seat (11a, 1 lb) at which at least one injection opening (5) 
originates, and having a hollow valve needle (3), which is located longitudinally displaceably in 
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the bore and which has a valve sealing face on its end oriented toward the valve seat, wherein a 
first sealing region (10b) and a second sealing region (10a) are embodied on the valve sealing 
face (see Figures 2 and 3), and the hollow valve needle cooperates with the valve seat in such a 
way that upon contact of the hollow valve needle with the valve seat, the first sealing region 
upstream of the at least one injection opening and the second sealing region downstream of that 
injection opening effect sealing between the valve sealing face and the valve seat (see column 2, 
line 61 through column 3, line 4). Nylund further shows an annular groove located between the 
first sealing region and the second sealing region and extending all the way around the valve 
sealing face of the hollow valve needle, the annular groove covering the at least one injection 
opening (see Figures 2 and 3). Further, Nylund shows the second sealing region being formed 
by an edge which is embodied at the transition from the annular groove to the part of the valve 
sealing face located downstream of the annular groove (see Figure 3). Moreover, Nylund 
teaches that the second sealing region comes to rest on the valve seat before the first sealing 
region, upon the motion of the hollow valve needle toward the valve seat (see Figure 3; and 
column 3, lines 16-22). 

Allowable Subject Matter 
12. Claims 10-13 and 16 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 



13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patents to Pataki et al., Greeves, Lambert et aL, and Haeberer et al., and US 
Patent Application Publications to Kato et al., Stewart et al., and Winter et al., are cited as of 
interest. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darren W. Gorman whose telephone number is 571-272-4901. 
The examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on 571-272-4720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Darren W Gorman 
Examiner 
Art Unit 3752 
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